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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )I3 Responsive to communication(s) filed on 6/29/07. Amendment After Non-Fin. Re/. . 
2a)IEl This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) IEI Claim(s) Claims 75. 80-85, and 87-89 is/are pending in the application. 

4a) Of the above claim(s) 75 and 80-85 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [X] Claim(s) 87-89 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claims 75, 80-85, and 87-89 are pending in this Application. Applicant has canceled 
Claims 1-74, 76-79, and 86 and amended Claims 75 and 80-85. Claims 75 and 80-85 are 
withdrawn. Claims 87-89 will be examined. 

Response to Remarks 

Applicant is correct in pointing out the Examiner's mistake in regard to the 35 
U.S.C. 102(e) rejection over Kenny, et al. Applicant's amendments overcome the rejection 
previously put forth under 35 U.S.C. 102(b) (Bright, et al.). The rejections over Kenny, et al. 
and Bright, et al. are both withdrawn. However, Claims 87-89 are not free of the prior art. 

Claim Rejections 

102(e) 

the invention was described in (1) an application for patent, published under section 122(b), by another filed in 
the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 87-89 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. Patent 
Publication No; 2004023974 Al 5 published February 5, 2004. Specifically, the '974 publication 
discloses Example 37 at p. 49, which is Applicant's compound "1-12" disclosed in Claim 87. 
The compounds of the '974 publication may be employed in pharmaceutical compositions 
[0084], p. 3. 
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103(a) 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 87-89 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
Publication No. 2004023974 Al, published February 5, 2004. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

Determining (he scope and contents of the Prior Art 
The '974 publication discloses Example 37 at p. 49, a compound alleged to be useful for 

the treatment of conditions associated with PTPase activity. 

Ascertaining the Differences Between the Prior Art and the Claims at Issue 
Positional Isomerism : 

Applicant's instantly claimed invention, specifically Claim 87, formula 1-3 differs from 
Example 37 of the '974 publication by the position of the methyl ester on the benzoic acid 
moiety. 
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Resolving the Level of Ordinary Skill in (he Pertinent Art 
The level of ordinary skill in the pharmacological arts is extremely high. Because of the 

high level of skill and predictability of the pharmacological arts, there is nothing unobvious in 

substituting the claimed isomer, 1-3, for the structurally similar isomer taught by the 6 974 

publication, Example 37 (also, instantly claimed 1-12). Structurally similar compounds suggest 

one another and are expected to behave similarly in similar environments. 

Conclusion 

Applicant's amendments necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than, SIX MONTHS from the date of this 
final action. 
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Telephone Inquiry 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael P. Barker whose telephone number is (571) 272^4341 . 
The examiner can normally be reached on Monday-Friday 8:00 AM- 5:00 PM. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, Mr. Joseph K. 
McKane, can be reached at (571) 272-0699. The unofficial fax phone for this group are (571) 
273-8300. 
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